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DETAILED ACTION 

• This office action is responsive to the following communication: Amendment 
filed on 08/18/2006. 

• Claims 1-10, 16 and 24 have been cancelled. Claims 11-15, 17-19, 21-23 and 25- 
32 are pending in the application. 



Response to Arguments 

1 . Applicant's arguments filed 08/18/2006 have been fully considered but they are 
not persuasive. The applicant stated, on page 12, that the Kato system does not "provide 
the user with the ability to designate a particular ejection destination (sorter bin) in the 
color printer or in the monochromatic printer." The examiner disagrees for the following 
reasons. It is clear that Kato's system sends print data to either the color printer or the 
monochromatic printer, depending on the determining means determining whether the 
print data to be printed contains color data or not (see Fig.4 (S6, S9, SI 2) and Col.l, Line 
57-65). It can also be seen that the user can designate a particular a particular ejection 
destination in either the color printer or in the monochromatic printer (see Col. 5, Line 56- 
61). 

2. The applicant also stated, on page 13, that the combination of the Kato reference 
and the Idehara reference would not be obvious for one with ordinary skill in the art and 
appears to be contradictory. The examiner disagrees for the following reasons. Kato's 
system divides the print job into two parts and sends each of the jobs to two separate 
printers (see Fig.4 (S6, S9, SI 2) and Col.l, Line 57-65) while Idehara 5 s system uses one 
printer and divides the print job into a color portion and a monochromatic portion (see 
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Fig.4C). Since the print jobs found in both references are divided into two parts prior to 
being printed, it is obvious for one skilled in the art to either have the print jobs executed 
within the same printer or using separate printers as in Kato's system. Kato prefers the 
use of multiple printers in favor of using optimum printing devices for quality prints and 
efficient printing, while Idehara favors the multifunction printer for compactness reasons. 
It is clear that both references s are from the same field of endeavor, namely color and 
monochromatic image forming systems. 

3. The applicant further stated, on page 14, that none of the references used teaches 
or suggests "adding control information to the image information or controller". The 
examiner disagrees for the following reasons. It can be see that the control data (color 
flag indicator) for determining whether the print data is to be sent to the color printer or 
the monochromatic printer is added to the image data and the controller (see Fig.4 (S3, 
S5) and Col. 5, Line 65 - Col.6, Line 9). Kato further discloses that the user can add 
control data to the image data and controller (see Col. 5, Line 56-61). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) The invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 
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Claims 11, 13, 17-18, 19, 21 and 25-28 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kato (US Patent 5,978,557). 

Regarding Claims 11 and 19, Kato discloses an information processing apparatus 
connected to a first printer and a second printer (see Fig.8, Col.l, Line 45-50 and Col. 8, 
Line 60-61), comprising: 

a discriminating unit adapted to discriminate to which of the first printer and 
second printer each page of information outputted (see Fig.4 (S8, S9, SI 2) and Col.l, 
Line 57-65); 

an output unit adapted to output to the first printer, the print information which 
was determined to be outputted to the first printer, and to output to the second printer, the 
page in the print information which was determined to be outputted to the second printer 
(see Fig.4 (S8, S9, S12), Fig.8, and Col.l, Line 57-65); and 

a controller, adapted to add control information for switching ejecting positions in 
regarding the pages in which a succession of page numbers was broken to the print 
information which is outputted to either the first or second printer by the output unit in a 
manner such that the pages are sorted and ejected on the basis of succeeding page 
numbers in the first or second printer (see Fig.7, Col. 5, Line 4-30 and Col.6, Line 4-7). 

Regarding Claims 13 and 21, Kato further discloses the controller adds control 
information in accordance with a sorting function a printer has (see Col. 2, Line 1-10 and 
Col.5,Line 4-20). 

Regarding Claims 17 and 25, Kato further discloses that the discriminating unit 
discriminates to which the first printer and the second printer each page of the print 
information should be outputted in accordance with whether information to be color 
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printed exists in each page of the print information or not (see Fig.4 (S4, S8, S9, SI 2) and 
Col. 1, Line 57-65). 

Regarding Claims 18 and 26, Kato further discloses that the first printer is a 
monochromatic printer and the second printer is a color printer (see Fig. 8 (2000,3000)). 

Regarding Claims 27 and 28, Claims 27-28 cite identical features as Claim 1 1 
except Claims 27-28 are computer readable medium claims. Thus, arguments similar to 
that presented above for Claim 1 1 are equally applicable to Claims 27-28 because 
without a computer readable medium to store a program that makes it possible for the 
apparatus to operate, the apparatus could not function. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kato (US Patent 5,978,557) in view of Idehera (US Patent 6,912,057 Bl). 

Regarding Claims 14 and 22, Kato discloses the apparatus of Claim 1 1 but fails 
to disclose a sorter processing function for sorting and outputting each sheet by using a 
plurality of bins. Idehara, however, discloses a sorter processing function for sorting and 
outputting each sheet by using a plurality of bins (see Fig.l (102), Fig.3A-3C, Col.4, Line 
48-52). 
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Kato and Idehara are combinable because they are from the same field of 
endeavor, namely color and monochromatic image forming systems. At the time of the 
invention, it would have been obvious to include to the controller information for 
instructing the sorter processing function to sort and output each sheet by using a 
plurality of bins. The motivation would be to separate the documents for easy retrieval at 
the printing station. 

Claims 15 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kato (US Patent 5,978,557) in view of Green (US Patent 5,513,839). 

Regarding Claims 15 and 23, Kato discloses the apparatus of Claim 1 1 but fails 
to disclose a shift processing function. Green, however, discloses a shift processing 
function for deviating the ejecting position of each output sheet and putting the sheets 
onto the same tray (see Col.l, Line 53-67). 

Kato and Idehara are combinable because they are from the same field of 
endeavor, namely color and monochromatic image forming systems. At the time of the 
invention, it would have been obvious to include to the controller shift processing 
instructions for deviating the ejecting position of each output sheet and putting the sheets 
onto the same tray. The motivation would be to partially separate the printed documents 
for easy retrieval at the printing station. 

Claims 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kato (US Patent 5,978,557) in view of Idehera (US Patent 6,912,057 Bl). 

Regarding Claims 29 and 31, Kato discloses an information processing apparatus 
capable of communicating with a plurality of print control apparatuses including a color 
print control apparatus and a monochromatic print control apparatus (see Fig.l (1,7), 



Application/Control Number: 09/955,136 Page 7 

Art Unit: 2625 

Fig.2, Fig.8 and Col.3, Line 25-31), the information processing apparatus comprising: a 
discriminating unit adapted to discriminate whether print data to be output to any of the 
plurality of print control apparatuses is color data or monochromatic data (see Fig.4 (S8, 
S9, SI 2) and Col.l, Line 57-65); a determination unit adapted to determine whether the 
print data to be output either to the color print control apparatus or the monochromatic 
print control apparatus based on the discrimination made by the discrimination unit (see 
Fig.4 (S8, S9, SI 2), Fig. 8, and Col.l, Line 57-65); and designating an ejecting 
destination (see Fig.4 (S8, S9, SI 2)). Kato fails to disclose determining whether a page is 
serial or not. Idehera, however, discloses a sorting function that determines whether a 
page is serial or not (see Fig.l (102), Fig.3A-3C and CoL4, Line 48-52). 

Kato and Idehera are combinable because they are from the same field of 
endeavor, namely print document-handling systems. At the time of the invention, it 
would have been obvious for one skilled in the art to include to Kato's information 
processing apparatus a means for determining whether a page is serial or not. The 
motivation would to determine whether each of the pages belong to the same document in 
both the color print control apparatus and the monochromatic print control apparatus. 
This would benefit the reorganizing process when the related printed document sheets are 
regrouped together for retrieval. 

Regarding Claims 30 and 32, Kato and Idehera disclose the apparatus of Claim 
30 but fail to expressly disclose a holding unit adapted to hold information on the first or 
second ejection destination. Kato, however, discloses a print network system including a 
print server (see Fig.l (1,7), Fig.2 (20) and Col.3, Line 29-31). At the time of the 
invention, it would have been obvious to use the print server as a holding unit for holding 
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information on the first or second ejection destination. The motivation would be to 
automatically eject the document pages to either the first or second printer depending on 
the color information contained in the image data. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu B. Hang whose telephone number is (571) 272-0582. 
The examiner can normally be reached on Monday-Friday, 9:00am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571) 272-7406. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Vu Hang 

Assistant Examiner / Aj 





